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The specification has been amended to update continuation 
data concerning application Serial No. OV/817.430. The 
specification has been further amended to add Sequence ID Nos. in 

the appropriate places. 

Claims 1-4 have been amended to clarify that the amino 
acids recited are in sequence and to call for a Sequence ID No. 
Claims 1-4 have also been amended to substitute the term .has" for 
..comprises" . Claims 5 and 6 have been corrected to call for Figure 
14 Claim 7 has been amended for clarification of the 6! amino 
acids Basis for claim 7 is found on page 11, lines 9-15. Claim 
3 has been amended for clarification and to call for Sequence ID 
N os. Claims 12 and 13 have been newly added. Basis for claim 12 

■ „• . u The features of claim 13 were previously 
is found in Figure 14. The reatui= 

called for in claims 1-11. 



Eg ^ gUgng _ jm , nr ? , TT fl r. S112, firs^aragraBh 

The Examiner has rejected claims 1-11 under 35 D.8.C. 
§il2 , first paragraph. Applicants traverse the rejection of the 
claims on this ground, as detailed below. 

The Examiner has rejected claims 1-10 as being enabled 
only for an Es^h^to B*L. ^ « of which synthesizes msDNA 
Applicants submit the claims are fully enabled as claimed. 

The specification teaches that one skilled in the art may 

a «M- bacterium, to determine whether the 
screen a bacterium, any bacterium , 

„ 14 to page 34, line 22. 

_T=^.cbacterium makes msDNA . See page 32, line 14, p 
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« the bacterium ^» msDNA, it must likewise produce a reverse 
transcriptase. See page 32, line 20. The application teaches that 

me nvrjv There is no msDNA 
the RT is essential for the synthesis o£ msDNA 

in the absence of the bacterial RT. 

Thus, the test for the presence of RT in a bacterium xs 
by testing for the presence of msDNA. If msDNA is present, then RT 
m ust be present because RT is essential for the production of 
msDNA . The specification teaches two assays for the determination 

of the presence of msDNA. 

The Examiner, in the bridging paragraph of pages 3-4 of 
the Office Action, has apparently misread the claims in placing 
virtual exclusive weight on the amino acid residues, while ignoring 
the remainder of the claims, which recites the limitation that on , 
RTS are claimed which have the ability to synthesize msDNA. The 
lau is clear that an Examiner must consider all limitations in a 
claim. Once it is determined that a bacterium produces the reverse 
transcriptase, which is determined by the presence of msDNA, the RT 
can be isoiated and purified by the method taught in Example 3 on 
pages 39-40. 

The specification teaches that many different genera of 
nacteria were tested in accordance with the invention. See page 
33 lines 8-19, and Figure 20. One cf the screening methods taught 
in' the specification was used to determine the presence of msDNA, 
and therefore RT, in a collection of rhisobial isolates. See page 
35, lines 9-19, and Figure 21. 
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Applicants submit, therefore, that the specification is 
adeouately enabling for screening ^ bacterium, including 
Kscherichia spp., for the presence of msDNA, and thus for RT, ana 
for isolating and purifying the RT. 

The applicable standard for 1112. first paragraph, is 
that the claims are enabled when the invention can be practiced 
without undue experimentation. Applicants submit that they have 

met this standard. 

The Examiner erroneously states that the specification 

teaches that: 

once an RT is determined to exist, it must be 
SStSiSd and screened . The, . any resultant 
RT must be produced and identified. 

To the contrary, once an RT is determined to exist by 
determining the existence of msDNA, the RT is then isolated and 
purified in accordance with the teaching of the specification. 

The specification further teaches that the four amino 
acids called for in claim 1 are highly conserved in RTs . The RT, 
however, may be determined, isolated, and purified irrespective of 
th ese four amino acids. The method taught in the application in 
Example 3, on pages 39-40, for isolating and purifying the RT is 
b ased on RT activity and so is independent of sequence. 
A ccordingly, the RT of the invention is adequately enabled with 
aspect to any bacterium, irrespective of the amino acid sequence 
caned for in claim 1, and of those called for in claims 2-4. The 

• ~ a n-iri c-ouences add additional features of 
law offices . . naMina for amino acia sequeiu-eo 
We i,«,*AM>ctote. Reclaims Calling j-uj- «" 

SUITE 500 
JM SO FIFTEENTH 81. 
PHILADELPHIA, PA l»IW 

(2ISI 8I5-1M) 9 
FACSIMILE «1S> 875-0384 



4 * 

the RT, with which one may further characterize the RT, once. 

isolated. 

Moreover, the order of the amino acid sequences called 
£ or in claims 1-4 is Material. The sequences are present and ,7 
ma y, for example, be used to further define the RT once isolated 
and purified. 

Accordingly, Applicants submit that new claim 13, whrch 
i. an independent claim calling for a bacterial RT which is capable 
of synthesizing msDNA, is adequately enabled. Claim 1, which calls 
(or a specified amino acid sequence as part of the RT, is now 

dependent from claim 13. 

Applicants submit that the claims are adequately enabled 
£ or a bacterium of any species, including Escherichia spp., and 

- t-vu. pvaminer to withdraw the rejection of the 
respectfully request the Examiner to 

claims on this ground. 

The Examiner has rejected claim 8 as not being enabled 
hecause the claim calls for an RT that ..comprises a sequence of 
amino acid residues from any of the amino acids found in Figure 
14 ,, Th e claim has been amended to indicate that it is the ent^ 
amino acid sequence, selected from the group of 7 amino acid 

Thus, the amendments to claim 8 obviate the concern of the Examiner 
that the claim calls for a sequence which: 

encompasses any from 2 -3 -ny 
£?£ons 14 of any of tne sequences together. 
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j ...v, vnowledqe of the amino acid 
As is evident, armed with the Jcnowieage 

se^ence of an enzyme, one sKilled in the art would be able to 

isolate the ensyme by various .eans, including by .eans o£ one or 

mo re specific probes. Further, the specification teaches the 

isolation and purification of a bacterial RT. See Exa^le 3, pages 

39 - 40 . once purified, one skilled in the art is capable of 

f hVl(a RT T he specification also teaches 
determining the sequence of the RT. Tne sp 

v,-;^v, parlies an additional means to 
a reference, Lampson et al . , which teaches 

isolate and purify an RT. See page 40, lines 16-18. 

Thus, Applicants submit that claim 8, as amended, is 
fully enabled, and respectfully request the Examiner to withdraw 
the rejection of claim 8 on this ground. 

m . The Examiner has rejected claims 9-11 for not being enabled 

because the screening test is 

not a means to enable one to produce the 
invention, 

but rather, the test 

i « a description of a means for one in the art 
to test the P activity of an RT enzyme once_^t 
■° found, (emphasis in the original) . 

The Examiner has miscomprehended the nature of the 

screening test as taught in the specification, and as claimed in 
claims 9-11. 

Claims 9-11 call for a screening test, known as the 

. extension in vitro screening test, to 
, MS0 =™s, reverse transcriptase extension i_ 

PHILADELPHIA. PA WQ2 
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determine whether a bacterium is capable c£ synthesizing msDNA As 
recited in claim 9, this test indicates the presence or absence of 
msDNA in the tested bacterium. The screening test is disclosed in 
two references which are incorporated by reference in the 
specification on pages 32-33, bridging paragraph. 

The methodology of the screening test, as set forth in 
claim 11. is treating a preparation of total RNA extracted from the 
bacterium with a reverse transcriptase (ET) in the presence of a 
radiolabeled deoxynucleotide. If msDNA is present in the total 
RNA, radiolabeled msDNA will be produced by the action of the RT, 
which msDNA can be detected by electrophoresis . 

The Examiner has understood the test to indicate the 
activity of the RT of the test bacterium. However, as is evident 
from the claim, the test cannot possibly call for this. The test 
utilizes total RNA from the bacterium, which RNA does not have 
enzymatic capability. Therefore, the RT must be an extraneously 
added RT The extraneously added RT will produce radiolabeled 
msDNA only if msDNA is present in the total RNA of the bacterium. 

The significance of the test in terms of the present 
invention is that, if msDNA is present in the total RNA of the 
bacterium, then the bacterium' s DNA (or RNA) must code for an RT, 
because msDNA can only be made in vivo, by means of the bacterium's 
own RT. Therefore, by testing for the presence of msDNA in the 
total RNA of the bacterium, one is testing for the presence of a 
reverse transcriptase. 
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Once it has been ascertained that a bacterium has a 
reverse transcriptase, the reverse transcriptase may be isolated 
and purified by means of the method taught in the specification in 
Example 3, pages 39-40. This method, which teaches the isolation 
and purification based on RT activity (see page 40, line 5), is 
applicable to any bacterium which makes RT. See page 39, lines 16- 
17. 

Accordingly, Applicants submit that claims 9-11 are fully 
enabled, and respectfully request the Examiner to withdraw the 
rejection of these claims on this ground. 

Rejections under 35 U.S.C. S112. second paragraph 

Claims 1-7 have been amended to remove any 
indef initeness . 

The Examiner stated that claim 7 is outside the 
boundaries of claim 1, from which it depends, because claim 1 
"recites that the RT only has 4 conserved sequences". Applicants 
submit, however, that claim 1 calls for an RT which comprises a 
particular sequence. Accordingly, claim 7 properly depends from 
claim 1. 

Moreover, the Examiner has misread claim 7 as it depends 
from claim 6 . Claim 6 calls for the YXDD domain of the RT to be in 
subdomain 5 shown in Figure 14. Claim 7 calls for the RT to have 
61 conserved amino acids. It is clear that claim 7 does not call 
for all the 61 residues to be in the subdomain called for in claim 
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The Examiner has rejected claim 8 under 35 U.S.C. §112, 
second paragraph, for indef initeness . However, the Examiner has 
not stated any basis for the rejection of this claim on this 
ground. Claim 8 has been amended to clarify that the claimed RT 
comprises one of the sequences shown in Figure 14, which sequences 
are also shown in Seq. ID Nos. 30-36, respectively. 

Applicants submit that the rejections of claims 1-8 under 
3 5 U.S.C. §112, second paragraph, have been overcome and 
respectfully request the withdrawal of the rejections on this 
ground . 



Rejections under 35 U.S.C. §103 

I. Obviousness -type double patenting 

The Examiner has rejected claims 1-10 under the 
judicially created doctrine of obviousness -type double patenting as 
being unpatentable over claims 1-2 of U.S. Patent No. 5,320,958 and 
claims 1-7 of U.S. Patent No. 5,434,070. 

Applicants will submit an appropriate terminal disclaimer 
at such time as the present application is allowed. 

II. Rejections over prior art 

The Examiner has rejected claims 1-10 under 35 U.S.C. 
§103 as being unpatentable over U.S. Patent Nos. 5,320,958 and 
5,434,070. Applicants traverse the rejection of the claims on this 
ground . 

The present application is a continuation-in-part of both 

LAW OFFICES ^ , ■ ^ • . • i 1 
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amended to update the continuation data on page 1 so as to clarify- 
that application Serial No. 07/817,430 has since issued as U.S. 
Patent No. 5,434,070. Therefore, these patents are not properly 
citable prior art against the present invention. 

The Examiner is requested to withdraw the rejection of 
the claims on this ground. 



Conclusion 

Applicants submit that the rejections of the claims has 
been overcome and that the claims, as amended, are in condition for 
allowance. An early notice to that effect is respectfully 
requested. 

Respectfully submitted, 




HOWARD M. EISENBERG 
Weiser & Associates, P.C. 
Attorney for Applicants 
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